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DETAILED ACTION 

Election/Restrictions 

1 . Newly submitted claims 43-50 and 55 directed to an invention that is independent 
or distinct from the invention originally claimed for the following reasons: claims 43-50 
and 55 are directed to inventions related to non-elected inventions currently withdrawn 
from consideration (see the restriction requirement of August 23, 2007). 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 43-50 and 55 withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and 
MPEP§ 821.03. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 4, 6, 15-18, 37-40, 42, and 51-54 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Harutyunyan et al, US Patent Application Publication 
2001/0053344 A1 , in view of Sugimoto et al, JP 2003-31 301 7. 

Harutyunyan et al teaches a carbon nanotube manufacturing apparatus, 
comprising: a reaction tube 1 1 in which a carbon nanotube is grown by vapor phase 
growth; a gas supplying pipe 18 that supplies a carbon-containing raw material 16 
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carried on a gas flow to an interior of the reaction tube; a heating furnace 1 2 to heat the 
interior of the reaction tube; a porous gas decomposer 30 that is placed in the reaction 
tube to decompose the carbon-containing raw material upon contact with the gas flow; 
synthesizing portion coated with a metal catalyst 34 that is placed in the reaction tube 
and continuously supplied with the decomposed carbon-containing raw material, which 
has been carried on the gas flow to an outside of the gas decomposer, to synthesize a 
carbon nanotube. (Figure 1) 

Harutyunyan et al differs from the present invention in that Harutyunyan et al 
does not teach that the gas decomposer is a molecular sieve or zeolite having a pore 
diameter of 0.3 to 2nm. 

Sugimoto et al teaches a gas decomposer that is a zeolite. (Abstract) 

The motivation for replacing the porous gas decomposer of Harutyunyan et al 
with the zeolite gas decomposer is to supply a porous gas decomposer that has a 
uniform pore size to more uniformly distribute and decompose the raw material gas. 

The motivation for optimizing the pore size is to control the type and amount of 
raw material gas decomposed by the decomposer. It was held in Gardner v. TEC 
Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 
830, 225 USPQ 232 (1984), by the Federal Circuit that, where the only difference 
between the prior art and the claims was a recitation of relative dimensions of the 
claimed device and a device having the claimed relative dimensions would not perform 
differently than the prior art device, the claimed device was not patentably distinct from 
the prior art device. (Also see MPEP 2144.04 (IV)(A)) 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to replace the porous gas decomposer of Harutyunyan et al 
with the zeolite gas decomposer of Sugimoto et al. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP § 201.15. 

4. Claims 1, 4, 5, 37, 40, and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wen et al, US Patent 5,702,532, in view of Sugimoto et al, JP 2003- 
313017. 

Wen et al teaches a carbon nanotube manufacturing apparatus, comprising: a 
reaction tube 20; a gas supplying pipe 16 for supplying a raw material gas; a heating 
furnace 25 to heat the interior of the reaction tube; a gas decomposer 28 that is placed 
in the reaction tube to decompose the raw material gas upon contact with the gas flow; 
synthesizing portion 23 that is placed in the reaction tube and continuously supplied 
with the raw material gas. (Figure 4) The specific raw material gas supplied to the 
reaction tube and the material grown is an intended use of the apparatus. Wen et al is 
capable of supplying a carbon-containing raw material gas and forming nanotubes. 

Wen et al differs from the present invention in that Wen et al does not teach that 
the gas decomposer is a molecular sieve or zeolite having a pore diameter of 0.3 to 
2nm. 

Sugimoto et al teaches a gas decomposer that is a zeolite. (Abstract) 

The motivation for adding the zeolite gas decomposer of Sugimoto et al to the 
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apparatus of Wen et al is to increase the area of the gas decomposer to improve the 
efficiency of the gas decomposer. 

The motivation for optimizing the pore size is to control the type and amount of 
raw material gas decomposed by the decomposer. It was held in Gardner v. TEC 
Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 
830, 225 USPQ 232 (1984), by the Federal Circuit that, where the only difference 
between the prior art and the claims was a recitation of relative dimensions of the 
claimed device and a device having the claimed relative dimensions would not perform 
differently than the prior art device, the claimed device was not patentably distinct from 
the prior art device. (Also see MPEP 2144.04 (IV)(A)) 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to add the zeolite gas decomposer of Sugimoto et al to the 
apparatus of Wen et al. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP §201.15. 

5. Claims 1-4, 6, 15-18, 34, 35, 37-40, 42, and 51-54 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Someya et al, US Patent Application Publication 
2003/0147801 A1, in view of Sugimoto et al, JP 2003-313017. 

Someya et al teaches a carbon nanotube manufacturing apparatus, comprising: 
a quartz reaction tube in which a carbon nanotube 3 is grown by vapor phase growth; a 
gas supplying pipe that supplies argon and propylene, a carbon-containing raw material 
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carried on a gas flow to an interior of the reaction tube; a heating furnace to heats the 
interior of the reaction tube to 700 degrees C; a porous alumina and carbon gas 
decomposer 2 that is placed in the reaction tube to decompose the carbon-containing 
raw material upon contact with the gas flow; synthesizing portion coated with a metal 
catalyst that is placed in the reaction tube and continuously supplied with the 
decomposed carbon-containing raw material, which has been carried on the gas flow to 
an outside of the gas decomposer, to synthesize a carbon nanotube. (Examples) 

Someya et al differs from the present invention in that Someya et al does not 
teach that gas decomposer is a molecular sieve or zeolite having a pore diameter of 0.3 
to 2nm. 

Sugimoto et al teaches a gas decomposer that is a zeolite. (Abstract) 
The motivation for replacing the porous gas decomposer of Someya et al with the 
zeolite gas decomposer is to supply a porous gas decomposer that has a uniform pore 
size to more uniformly distribute and decompose the raw material gas. 

The motivation for optimizing the pore size is to control the type and amount of 
raw material gas decomposed by the decomposer. It was held in Gardner v. TEC 
Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 
830, 225 USPQ 232 (1984), by the Federal Circuit that, where the only difference 
between the prior art and the claims was a recitation of relative dimensions of the 
claimed device and a device having the claimed relative dimensions would not perform 
differently than the prior art device, the claimed device was not patentably distinct from 
the prior art device. (Also see MPEP 2144.04 (IV)(A)) 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to replace the porous gas decomposer of Someya et al with the 
zeolite gas decomposer of Sugimoto et al. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP § 201.15. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1 , 4-6, 1 5-1 8, 37-42, and 1 5-1 8 
have been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited art teaches the technological background of the 
invention. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrie R. Lund whose telephone number is (571) 272- 
1437. The examiner can normally be reached on Monday-Thursday (10:00 am - 9:00 
pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Parviz Hassanzadeh can be reached on (571) 272-1435. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jeffrie R. Lund/ 
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